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DETAILED ACTION 

IDS of 6/20/00 

1 . In the applicant's response received 4/1/05, applicant requested for the 
acknowledgement of an IDS of 6/20/00 forwarded by the applicant. The search of my 
records .indicate^f that such IDS of 6/20/00 was received by the PTO. It is noted that an 
IDS of 3/3/00 was received and acknowledged in the first Office Action mailed to the 
applicant on 2/2/04. 

Applicant is advised to resend the applicant's referenced IDS of 6/20/00 for the 
examiner to review. 

Response to Arguments 

2. Applicant's arguments filed 4/30/04 have been fully considered but they are not 
persuasive. Applicant argues that fails to disclose the claimed limitations of claim 12 in 
that Kori fails to disclose a method of screening a digital recording apparatus to 
determine whether a digital signal may be received by the digital recording apparatus, 
comprising the steps of detecting copyright protection information provided in a 
transmission header of a transmission frame of a digital signal to be inputted to the 
digital recording apparatus, detecting whether the digital recording apparatus performs 
processing in compliance with the copyright protection infonnation, and allowing the 
digital signal to be received by the digital recording apparatus in response to detection 
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that the digital recording apparatus performs processing in compliance with the 
copyright protection information. Examiner disagrees. 

As shown in the claim 1 rejections below, Kori discloses a VCR 1 and VCR 2 
wherein VCR 1 serves a reproducing apparatus and VCR 2 serves as the 
receiving/recording apparatus. The VCR 1 reproduces a digital HD signal containing 
copy protection information (CGMS data). And the reproduced digital HD signal is to be 
recorded on the VCR 2 receiving/recording apparatus. However, since the digital HD 
signal contains copy protection information, before any recording of the digital HD 
signal, the VCR 2 apparatus performs copy protection processing to determine whether 
the reproduced digital HD signal can be recorded. This is clearly shown by Kori in 
Fig. 1-8, and as discussed in the claim rejections. 

Since the applicant's argument of the claims are anchored in the rejections of 
claim 1 , and since the examiner has clearly shown in the examiner's response that Kori 
discloses the claimed inventions of claim 1 . the examiner's response to the applicant's 
argument to claim 1 , therefore, accommodates the applicant's arguments to the 
remaining claims. 

From the rejections, and with reference to the examiner's response to the 
applicant's arguments above, it is clear that the combination of Kori, Tamada and 
Cloutier discloses the applicant's claimed invention. 

The claims rejections are, therefore, maintained. 
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Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded In public policy (a policy reflected in the statute) so as to prevent the 
unjustified or Improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!. 759 F.2d 887. 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528. 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321© may be used 
to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent is shown to be commonly owned 
with this application. See 37 CFR 1.130(b). 

Effective January 1 . 1994, a registered attorney or agent of record may sign a 

terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claim 12 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,298.196 

Regarding claim 12 claim 1 of the U.S. Patent No. 6,298,196 cite the features of 
claim 12 of this application including a copyright protection method wherein copyright 
protection information provided in a transmission header of a transmission frame and 
detecting whether the digital recording apparatus performs processing in compliance 
with the copyright protection information, and allowing the digital signal to be received 
by the digital recording apparatus in response to a detection that the digital recording 
apparatus performs processing in compliance with the copyright protection information. 

Although the conflicting claims are not identical, the features of claim 12 of 
current application are obvious over the pertinent features of claim 1 of US Patent 
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6,298,196 because features of claim 12 of current application are broader and 
encompass the pertinent features of claim 1 of US Patent 6,298,196. 

5. Claim 1 3 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,298,196 

Regarding claim 13 claim 1 of the U.S. Patent No. 6,298.196 cite the features of 
claim 13 

of this application including wherein the digital recording apparatus receives the digital 
signal via an interface based on an IEEE 1394 format. 

Although the conflicting claims are not identical, the features of claim 1 3 of 
current application are obvious over the pertinent features of claim 1 of US Patent No. 
6,298,196 because features of claim 1 3 of current application are broader and 
encompass the pertinent features of claim 1 of US Patent No. 6,298,196. 

6. Claim 14 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 2 of U.S. Patent No. 6,298,196 

Regarding claim 14, claim 2 of the U.S. Patent No. 6,298,196 cite the features of 
claim 14 

of this application including a copyright protection method wherein if the digital 
recording apparatus is a recording apparatus having hardware which does not perform 
processing of data in compliance with the copyuright protection information, the 
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transmission frame is supplied to the digital recording apparatus only when the 
copyright protection information indicates copy free. 

Although the conflicting claims are not identical, the features of claim 14 of 
current application are obvious over the pertinent features of claim 2 of US Patent 
6,298,196 because features of claim 14 of current application are broader and 
encompass the pertinent features of claim 2 of US Patent 6,298,196. 

7. Claim 1 5 Is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 3 of U.S. Patent No. 6,298,196 

Regarding claim 15, claim 3 of the U.S. Patent No. 6.298,196 cite the features of 
claim 15 

of this application including a copyright protection method wherein if the digital 
recording apparatus is a recording apparatus having hardware which perfomns 
processing of data in compliance with the copyuright protection information, based upon 
the copyright protection information a digital interface detects whether the copyright 
protection information included in content of the transmission frame indicates the 
compliance, and if so, the copyright protection information in the content is acquired 
based on signal format type information of the transmission header. 

Although the conflicting claims are not identical, the features of claim 15 of 
current application are obvious over the pertinent features of claim 3 of US Patent 
6,298,196 because features of claim 15 of current application are broader and 
encompass the pertinent features of claim 3 of US Patent 6,298,196. 
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8. Claim 16 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,298,196 

Regarding claim 16, claim 1 of the U.S. Patent No. 6,298,196 cite the features of 
claim 16 

of this application including a copyright protection apparatus comprising means for 
detecting copyright protection information provided in a transmission header of a 
transmission frame of a digital signal to be inputted to the digital recording apparatus, 
means for detecting whether the digital recording apparatus performs processing in 
compliance with the copyright protection information, wherein in response to a detection 
that the digital recording apparatus performs processing in compliance with the 
copyright protection information, the digital signal is provided to the digital recording 
apparatus. 

Although the conflicting claims are not identical, the features of claim 16 of 
current application are obvious over the pertinent features of claim 1 of US Patent 
6,298,196 because features of claim 16 of current application are broader and 
encompass the pertinent features of claim 1 of US Patent 6,298,196. 

9. Claim 1 7 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,298,196 
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Regarding claim 17, claim 1 of the U.S. Patent No. 6,298,196 cite the features of 
claim 17 of this application including wherein the digital recording apparatus receives 
the digital signal via an interface based on an IEEE 1394 format. 

Although the conflicting claims are not identical, the features of claim 17 of 
current application are obvious over the pertinent features of claim 1 of US Patent No. 
6,298,196 because features of claim 17 of current application are broader and 
encompass the pertinent features of claim 1 of US Patent No. 6,298,196. 

10. Claim 1 8 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 8 of U.S. Patent No. 6,298,196 

Regarding claim 18, claim 8 of the U.S. Patent No. 6,298,196 cite the features of 
claim 18 of this application including a control IC for controlling a link layer of a digital 
interface comprising means for detecting copyright protection information provided in a 
transmission header of a transmission frame of a digital signal inputted through the 
digital interface, and means for receiving the transmission frame and for allowing 
recording by a digital recording apparatus if the copyright protection information 
indicates copy free. 

Although the conflicting claims are not identical, the features of claim 18 of 
current application are obvious over the pertinent features of claim 8 of US Patent No. 
6,298,196 because features of claim 18 of current application are broader and 
encompass the pertinent features of claim 8 of US Patent No. 6,298,196. 
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1 1 . Claim 19 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,298,196 

Regarding claim 19, claim 9 of the U.S. Patent No. 6.298.196 cite the features of 
claim 19 of this application including a control IC for controlling a link layer of a digital 
interface comprising wherein the control IC is mounted on the digital recording 
apparatus, the control IC further comprising switching means for supplying the 
transmission frame to the digital recording signal processing section only when the 
copyright protection information indicates copy free. 

Although the conflicting claims are not identical, the features of claim 19 of 
current application are obvious over the pertinent features of claim 9 of US Patent No. 
6,298,196 because features of claim 19 of current application are broader and 
encompass the pertinent features of claim 9 of US Patent No, 6,298,196. 

1 2. Claim 20 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 10 of U.S. Patent No. 6,298,196 

Regarding claim 20. claim 10 of the U.S. Patent No. 6,298.196 cite the features 
of claim 19 of this application including a control IC for controlling a link layer of a digital 
interface comprising wherein the control IC is mounted on the digital recording 
apparatus, the control IC further comprising a processor for detecting, based on the 
copyright protection information, whether the copyright protection information included 
in content of the transmission frame indicates compliance, and means for acquiring the 
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copyright protection information in the content based on the signal format type 
information in the transmission header if the processor detects compliance. 

Although the conflicting claims are not identical, the features of claim 20 of 
current application are obvious over the pertinent features of claim 10 of US Patent No. 
6,298,196 because features of claim 20 of current application are broader and 
encompass the pertinent features of claim 10 of US Patent No. 6,298,196. 

1 3. Claim 21 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 1 of U.S. Patent No. 6,298,196 

Regarding claim 21, claim 11 of the U.S. Patent No. 6,298,196 cite the features 
of claim 21 of this application including a copyright protection apparatus comprising 
means for detecting copyright protection information provided in a transmission header 
of a transmission frame of a digital signal to be inputted to the digital recording 
apparatus, means for detecting whether the digital recording apparatus performs 
processing in compliance with the copyright protection information, wherein in response 
to a detection that the digital recording apparatus perfonns processing in compliance 
with the copyright protection information, the digital signal is provided to the digital 
recording apparatus. 

Although the conflicting claims are not identical, the features of claim 21 of 
current application are obvious over the pertinent features of claim 1 1 of US Patent 
6,298,196 because features of claim 21 of current application are broader and 
encompass the pertinent features of claim 1 1 of US Patent 6,298,196. 



Application/Control Number: 09/518.403 
Art Unit: 2616 



Page 1 1 



14. Claim 22 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 11 of U.S. Patent No. 6,298,196 

Regarding claim 22, claim 1 1 of the U.S. Patent No. 6,298,196 cite the features 
of claim 22 of this application including wherein the digital recording apparatus receives 
the digital signal via an interface based on an IEEE 1394 format. 

Although the conflicting claims are not identical, the features of claim 22 of 
current application are obvious over the pertinent features of claim 1 1 of US Patent No. 
6,298,196 because features of claim 22 of current application are broader and 
encompass the pertinent features of claim 1 1 of US Patent No. 6,298,1 96. 

1 5. Claim 23 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 14 of U.S. Patent No. 6,298,196 

Regarding claim 23, claim 14of the U.S. Patent No. 6,298,196 cite the features 
of claim 23 of this application including a control IC for controlling a link layer of a digital 
interface comprising means for detecting copyright protection information provided in a 
transmission header of a transmission frame of a digital signal inputted through the 
digital interface, and means for receiving the transmission frame and for allowing 
recording by a digital recording apparatus if the copyright protection information 
indicates copy free. 

Although the conflicting claims are not identical, the features of claim 23 of 
current application are obvious over the pertinent features of claim 14 of US Patent No. 
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6,298,196 because features of claim 23 of current application are broader and 
encompass the pertinent features of claim 14 of US Patent No. 6,298,196. 

1 6. Claim 24 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 15 of U.S. Patent No. 6,298,196 

Regarding claim 24, claim 15 of the U.S. Patent No. 6,298,196 cite the features 
of claim 24 of this application including a control IC for controlling a link layer of a digital 
interface comprising wherein the control IC is mounted on the digital recording 
apparatus, the control IC further comprising switching means for supplying the 
transmission frame to the digital recording signal processing section only when the 
copyright protection information indicates copy free. 

Although the conflicting claims are not identical, the features of claim 24 of 
current application are obvious over the pertinent features of claim 1 5 of US Patent No. 
6,298,196 because features of claim 24 of current application are broader and 
encompass the pertinent features of claim 15 of US Patent No. 6,298,196. 

1 7. Claim 25 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 16 of U.S. Patent No. 6,298,196 

Regarding claim 25, claim 16 of the U.S. Patent No. 6,298,196 cite the features 
of claim 25 of this application including a control IC for controlling a link layer of a digital 
interface comprising wherein the control IC is mounted on the digital recording 
apparatus, the control IC further comprising a processor for detecting, based on the 
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copyright protection information, whether the copyright protection information included 
in content of the transmission frame Indicates compliance, and means for acquiring the 
copyright protection information In the content based on the signal format type 
information in the transmission header If the processor detects compliance. 

Although the conflicting claims are not Identical, the features of claim 25 of 
current application are obvious over the pertinent features of claim 16 of US Patent No. 
6,298,196 because features of claim 25 of current application are broader and 
encompass the pertinent features of claim 16 of US Patent No. 6,298,196. 

Claim Rejections - 35 USC § 102 

1 8 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made In this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for the purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

19. Claims 12,14,15,16&21 are rejected under 35 U.S.C. 102(e) as being anticipated 

by Kori et al ( US 5,778,064). 
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Regarding claim 12 Kori at al disclose in Fig.7&8 apparatus and method for 
processing a high definition video signal having copy prevention information method 
comprising: 

a) in a header Information of a transmission frame of the digital signal to be 
transmitted, a copyright information is contained and the copyright information restricts 
recording of the digital signal to be inputted to the digital recording apparatus, wherein 
the copyright infomriatlon comprises copy free information for Indicating to the digital 
recording apparatus that the digital signal is copy free; and information for indicating to 
the digital recording apparatus to perform copy management in compliance with a 
copyright information Included in the content of the transmitted transmission frame ( see 
the Fig.4&5; col.4, lines 43-62 and col.7, line 4 to col.8, line 52; CGMS data stored in 
VAUX and AAUX data packs, respectively wherein the CGMS data Is stored as bits and 
is defined as follows: 

00: Valid copy operation ("first" copyright infonnatlon) 
01 : Not used 

10: Valid for only 1 copy operation (partially copy protected) ( "second" copyright 
information) 

11: Invalid copy operation (fully copy protected) ("second" copyright information): 

b) detecting copyright protection information provided in a transmission header of 
a transmission frame of a digital signal to be inputted to the digital recording apparatus 
(see auxiliary data processing circuit 1 5 of VTR 1 ), detecting whether the digital 
recording apparatus performs processing In compliance with the copyright protection 
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information (see auxiliary data processing circuit 15 of VTR 2), and allowing the digital 
signal to be received by the digital recording apparatus in response to a detection that 
the digital recording apparatus performs processing in compliance with the copy 
protection information (see Fig.6, VTR 1 which operates to reproduce a digitally 
recorded HD video signal from a magnetic tape; and VTR 2 which operates to record a 
HD video signal onto a magnetic tape, wherein the HD data Is embedded with the 
CGMS copy protection data; col.5, line 15 to col.6, line 9); 

Regarding claims 14&15, the claimed limitations of claims 14&15 are 
accommodated In the discussions of claim 1 above. 

Regarding claim 16, the claimed limitations of claim 16 are accommodated In the 
discussions of claim 12 above, except for the claimed interface means ( see Fig.7, 
digital Interface 22; col.6, line 10 to col.7, line 60; and Fig.4&5; digital Interface 41; col.4, 
line 43 to col.5, line 14). 

Regarding claim 21 , the claimed limitations of claim 21 are accommodated In the 
discussions of claims 12&16 above. Including the claimed "first" detector (see auxiliary 
data processing circuit s of VTR 1 and "second" detector (see auxiliary data processing 
circuit 15 of VTR 2), as discussed in claim 12 above. 
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Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21 . Claims 1 8-20&23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kori et al in view of Tamada et al ( US 5,729,71 7). 

Regarding claim 18, Kori et al disclose the claimed limitations of claim 18 ( see 
claim 1 discussions, including the receiving means and the controlling means in Fig.8; 
col.7, line 4 to col.8, line 52). Kori et al fail to disclose a control IC. In the same field of 
endeavor, Tamada et al teach IC card and issuing apparatus which is a portable data 
storing/processing device connectable through a terminal device to a main data 
processing device comprising a portable main body, a memory of which memory area is 
segmented into a plurality of zones for storing data supplied to the main body, and an 
access controller for storing access condition for each zone of the memory to control the 
access to each zone. An IC chip is contained in a card 10 (see Fig. 1), a connector 12 is 
provided on the surface of the card, so that when the card 10 is inserted into a user 
terminal device, the connector 12 connects the IC chip with such a device. As shown in 
Fig.2, the IC chip includes a CPU 20, a zone access controller 22 which is an EEPROM 
and stores a password and an access condition for each zone of a memory 24 in the 
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form of a zone access table ( see Table I in coL2), an encrypt circuit 26, an interface 28. 
and the memory 24 which is an EEPROIVI for storing a control program for the CPU 
20.At the user terminal, after insertion of the IC card, a password is input by the card 
owner. It is sequentially checked whether or not each zone is accessible by the user 
terminal and the owner. Then, only the accessible zones are open to use by t he owner 
( see Fig. 1-5; and col.2, line 14 to col.4, line 45). Here. Tamada teaches the use of an 
IC to control the access to information and service which provides a portable data 
storing/processing device which is versatile in use to control access to information and 
service. It would have been obvious to one of ordinary skill in the art to modify Kori by 
providing as an IC, as taught by Tamada. the copy protection device of Kori. which 
would then make the Kori device portable and versatile in use as a copy protection 
device. 

Regarding claim 19, the claimed limitations of claim 19 are accommodated in the 
discussions of claims 1 2&1 8 above. 

Regarding claim 20, the claimed limitations of claims 20 are accommodated in 
the discussions of claims 1 2&1 8 above. 

Regarding claim 23, the claimed limitations of claim 23 are accommodated in the 
discussions of claim 18 above. 
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Regarding claim 24, the claimed limitations of claim 24 are accommodated in the 
discussions of claim 19 above. 

Regarding claim 25, the claimed limitations of claim 25 are accommodated in the 
discussions of claim 20 above. 

22. Claims 13,1 7&22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kori et al in view of Cloutier et a! ( US 5,847,771 ). 

Regarding claims 13,17&22, Kori fails to disclose a digital interface based on 
IEEE 1394 format. Cloutier et al, in the same field of endeavor, teaches bus interface 66 
which is a high speed two way interface that supplies the primary program in MPEG2 
format in parallel with ATM cell streams output from the ATM selector bank 64. The bus 
interface 66 operates in accordance with the published standard IEEE 1394 ( see 
Fig.3&4; and col. 10, lines 41-53). It would have been obvious to one of ordinary skill in 
the art to modify Kori by realizing Kori with a digital interface, as taught by Cloutier, 
which interface is based on IEEE 1394 standard and which interface provides a high 
speed interface. 

23. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-IVIONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Onuaku whose telephone number is 571- 
272-7379. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on 571-272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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